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Remarks/Arguments: 

Claims 1-31 are pending in the above-identified application. 

Rejection of Claims 1-26 and 26-31 Under 35 U.S.C. &103£a) 

Claims 1-24 and 26-31 were rejected under 35 U.S.C. § 103(a) as being obvious in view 
of Mankey (U.S. Patent 342,024) and Filsinger (U.S. Patent 3,309,832). 

Regarding claims 1 and 11, the Office Action acknowledges that Mankey does not 
disclose the use of crown molding as being ceramic. The Office Action instead suggests that the 
reference of Filsinger would have made it obvious to use ceramic tiles in light of Mankey. 
Applicant respectfully disagrees. 

It is respectfully submitted that there is no motivation to combine the teachings of 
Mankey and Filsinger. To establish a prima facie case of obviousness under 35 U.S.C. §103(a), 
three basic criteria must be met. MPEP §2143. First, there must be some suggestion or 
motivation, either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art, to modify the reference or to combine reference teachings. Second, 
there must be a reasonable expectation of success. Finally, the prior art must teach or suggest 
all of the claim limitations. 

The proposed combination of prior art references fails to meet all of these criteria with 
respect to the claimed invention as there is no motivation to combine all of reference teachings. 
For the reasons set forth below, there is no suggestion or motivation to combine Mankey and 
Filsinger. 

Mankey teaches an ornamental cornice formed of wood (lines 7,8). The cornice is 
designed to replace plaster cornices (lines: 36-39). The cove portion of the cornice is 
constructed from a single board or plank of wood. Mankey teaches a principle cove portion of 
the cornice that is constructed by forming a longitudinal rounded or curved depression or trough 
(lines: 20-22). A series of channels are cut into the face of the rounded portion of the cove, 
transverse to the grain, preferably by the action of rotary cutters, leaving ribs between each 
channel (lines: 22-26). The back of the board is left straight, while the edges of the wooden 
board are beveled (lines: 27-28). Mankey teaches that molding strips are applied to the edges 
of the single board to finish the cornice, but does not disclose the method or means of fastening 
the molding strips to the wooden board (lines: 30-32). 
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In sharp contrast to the wooden cornice taught by Mankey to replace plaster cornices, 
Filsinger discloses a ceramic tile trim element designed to solve issues in the field of ceramic 
wall construction (column 1, lines 9-15). More specifically, there was a limited selection of tile 
trim elements that have been commercially available. 

Previous trim shapes, caps, or elements were characterized as being limited to a finished 
edge having one and the same appearance (column 1, lines: 16-21). Filsinger teaches a 
ceramic tile element designed with a specific cross-section and shape to provide a finished edge 
construction at the edge row of an assembly of ceramic tile arranged in a selected pattern on a 
support surface (column 1, lines: 30-36). The tile trim element can be positioned in various 
ways with respect to an edge row of tile and its supporting surface in order to provide a desired 
finished edge construction for the tile assembly (column 1, lines: 36-41). The tile trim element 
may be bonded to the outer surface of the adjacent edge row of tile by suitable bonding means 
(column 1, lines: 49-51). Filsinger teaches that the tile trim element is designed to be 
compatible with tile installed by "thin-set" methods and tile installed with adhesive or bonding 
means directly over a wood surface (column 1, lines: 69-72; column 2, lines 1-2). The ceramic 
trim element is generally of L-shape and has glazing on the outer faces of the trim element and 
on two parallel edge faces of the tile element (column 2, lines: 7-10). The tile trim element 
may be made of well-known ceramic compositions which may be that of the tile. 

MPEP §2143 and the courts are quite clear in that both the teaching or suggestion to 
make the claimed combination and the reasonable expectation of success must be found in the 
prior art, and not based upon the applicant's disclosure. In re Vaeck , 947 F.2d 488, 20 USPQ2d 
1438 (Fed. Cir. 1991). The cited prior art references fail to teach or suggest a motivation to 
combine Mankey and Filsinger, and therefore claims 1 and 11 are not subject to rejection under 
§103(a). 

Regarding claims 2, 12 and 22, Mankey teaches a wood cornice, with a support surface 
routed from a central board or plank of wood. Molding strips are then fastened to the wooden 
board. Mankey teaches no usage of ceramic tile for molding strips. The cited prior art 
references fail to teach or suggest a motivation to combine Mankey and Filsinger, and therefore 
claims 2, 12 and 22 are not subject to rejection under §103(a). 

Regarding claims 3, 13, and 23, Mankey teaches a wood cornice, with a support surface 
routed from a central board or plank of wood. Molding strips are then fastened to the wooden 
board. Filsinger discloses utilizing mortar or similar means to attach ceramic tile to a support 
surface. The cited prior art references fail to teach or suggest a motivation to combine Mankey 
and Filsinger, therefore claims 3, 13 and 23 are not subject to rejection under §103(a). 
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Regarding claims 4, 14, and 24, Mankey teaches a wood support surface routed from a 
central board or plank of wood. Molding strips are then fastened to the wooden board. 
Filsinger teaches no usage of a support. The cited prior art references fail to teach or suggest a 
motivation to combine Mankey and Filsinger, and therefore claims 4, 14 and 24 are not subject 
to rejection under §103(a). 

Regarding claims 5 and 15, Mankey teaches a wood cornice, with a support surface 
routed from a central board or plank of wood. Molding strips are then fastened to the wooden 
board. Filsinger teaches no usage of a recess. The cited prior art references fail to teach or 
suggest a motivation to combine Mankey and Filsinger, and therefore claims 5 and 15 are not 
subject to rejection under §103(a). 

Regarding claims 6, 16, and 26, the Office Action acknowledges that Mankey does not 
disclose the use of crown molding as being ceramic, but does suggest that the reference of 
Filsinger would have made it obvious to use ceramic tiles. Further, the examiner suggests that 
ceiling tiles are attached to the ceiling and to the bridging member. Mankey teaches a wood 
cornice, with a support surface routed from a central board or plank of wood. Molding strips are 
then fastened to the wooden board. Mankey does not disclose that the molding strips are 
attached to the ceiling. The cited prior art references fail to teach or suggest a motivation to 
combine Mankey and Filsinger, and therefore claims 6, 16 and 26 are not subject to rejection 
under §103(a). 

Regarding claims 7, 17, and 27, the cited prior art references fail to teach or suggest a 
motivation to combine Mankey and Filsinger. Specifically, the office action fails to cite to any 
motivation or suggestion in the prior art as to why one would modify the Mankey system by 
incorporating a spacer between molding segments. Without such motivation, the hypothetical 
combination of Mankey and Filsinger is improper, and therefore claims 7, 17 and 27 are not 
subject to rejection under § 103(a). 

Regarding claims 8, 18, and 28, for the reasons stated in the response in connection 
with claims 3, 13, and 23, claims 8, 18, and 28 are not subject to rejection under §103(a). 

Regarding claims 9, 19, and 29, for the reasons stated in the response in connection 
with claims 6, 16 and 26, claims 9, 19, and 29 are not subject to rejection under §103(a). 

Regarding claims 10, 20, and 30, for the reasons stated in the response in connection 
with claims 3, 13 and 23, claims 10, 20, and 30 are not subject to rejection under §103(a). 

Regarding claim 21, the office action acknowledges that Mankey does not disclose the 
use of crown molding as being ceramic. Further, the office action acknowledges that Mankey in 
view of Filsinger does not disclose a particular method of installing the crown molding. For this 
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reason alone, the office action fails to establish prima facie obviousness. Even the hypothetical 
combination of Mankey with Filsinger fails to provide the invention recited in claim 21. 
Furthermore, as set forth previously, the cited prior art references fail to teach or suggest any 
motivation to combine Mankey and Filsinger, and therefore claim 21 is not subject to rejection 
under §103(a). 

Regarding claim 31, for the reasons stated in the response in connection with claim 1, 
claim 31 is not subject to rejection under §103(a). 

Regarding claim 25, the office action acknowledges that Mankey in view of Filsinger does 
not disclose a wall support located within a recess located on the back of the wall tile. The 
office action instead suggests that it would have been obvious to one having ordinary skill in 
the art to modify Mankey in view of Filsinger and Fulton. The cited prior art references fail, 
however, to teach or suggest a motivation to combine Mankey and Filsinger or to further 
combine Fulton, and office action has not cited any such motivation or suggestion. Therefore 
claim 25 is not subject to rejection under §103(a). 

Withdrawal of all rejections under §103 is respectfully requested. 
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In view of the foregoing amendments and remarks, Applicants request that the Examiner 
reconsider and withdraw the objections to claims 1-31 



JLC/TOP/ap 

Dated: August 1, 2005 

P.O. Box 980 

Valley Forge, PA 19482 

(610) 407-0700 

The Commissioner for Patents is hereby I hereby certify that this correspondence is being deposited 

authorized to charge payment to Deposit with the United States Postal Service as first class mail, 

Account No. 18-0350 of any fees associated with sufficient postage, in an envelope addressed to: 

with this communication. Commissioner for Patents, P.O. Box 1450, Alexandria, VA 

22313-1450 on: / I 



Respectfully submitted, 




Attorney for Applicant 
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